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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1 , 3 - 1 1 , and 1 3 - 1 5 are rejected under 35 U.S.C. 1 02(b) as being 
anticipated by Nishikawa et al. (4,639,699) for reasons of rejection contained in the 
previous office action (paper no. 4 dated July 16, 2002). 
Claim 1: 

Claim 1 has been twice amended to include " and defining an interior space " and 
" substantially filling the entire interior space " . 

It is the position of the Examiner that the amendment of claim 1 adds no 
patentable subject matter to the claim and is still anticipated by Nishikawa et at. 

Nishikawa et al. shows a columnar shielding case composed of conductive 
material, such as shown in Fig. 15, with conductive film 42 defining an interior space. 
Fig. 14C shows another embodiment where the conductive film 32 also forms the 
interior space. The further limitation where "a dielectric substantially filling the entire 
interior space " t is also shown by any of the figures of Nishikawa et al. where air is a 
dielectric, thus in combination with dielectric materials 41 (Fig. 16) and 4 (Fig. 15), "a 
dielectric" entirely fills the interior space. 
Claims 3-5: 
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Claims 3-5 have not been amended, thus the rejection by the prior art of 
Nishikawa et al. is maintained. 
Claim 6: 

Claim 6 has been twice amended to include "ajriana? and " sheet 7 . 

It is the position of the Examiner that the amendment of claim 6 adds no 
patentable subject matter to the claim and is still anticipated by Nishikawa et al. 

Nishikawa et al. shows a resonator (Fig. 32) using a TM mode, the resonator 
comprising: a case composed of a case body and a lid (case 81 and lid 82), a dielectric 
(66) fixed therein (the dielectric shown as fixed in the case); an elastic layer sandwiched 
between the lid and the case body; and a planar conductive foil (70) sheet (where the 
conductive foil is planar, e.g. a plane illustrated in Figs, 12 - 14C, as depicted in the 
cross section of Fig. 32, further where the foil 70 may also be described as a sheet, e.g. 
thin layer) sandwiched between the elastic layer and the case body, wherein lower and 
upper ends of the dielectric (66) are respectively fixed to an inner face bottom of the 
case body (shown as 63 in Fig. 31 equivalent to 140 in Fig. 32) and the conductive foil 
(70) in contact therewith, thus the newly added limitations still anticipated by Nishikawa 
et al. 

While it may be argued that the conductive foil 70, as shown in Fig. 32 and 
between elastic layer 151 , comprises two sections or layers surrounding dielectric lid 
section 62, it is the position of the Examiner that any section of conductive foil 70, e.g. 
top or bottom, is planar and comprises a sheet, thus anticipating the newly added 
limitation of claim 6. 
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Claim 7: 

Claim 7 has been amended to include " sheet , " case body ", "//cT, " body ", and 
" sheet ". 

It is the position of the Examiner that the amendment of claim 7 adds no 
patentable subject matter to the claim and is still anticipated by Nishikawa et al. 

Nishikawa et al. (Figs. 31 and 32) shows the conductive foil sheet (70) interposed 
between the first case body (which may be defined as dielectric case side 64 and 
bottom element 63, element 63 shown in Fig. 31) and the lid (82), and the dielectric (66) 
is electromagnetically shielded by the body and the conductive foil sheet (where the 
enclosure of case side element 64 and conductive foil 70 inherently provides 
electromagnetic shielding). 
Claim 8: 

Claim 8 has been amended to include " sheet , " case body ", "Wtf", " body ", and 
" sheet ". 

It is the position of the Examiner that the amendment of claim 8 adds no 
patentable subject matter to the claim and is still anticipated by Nishikawa et al. 

Nishikawa et al. (Figs. 31 and 32) shows the conductive foil sheet (70) interposed 
between the first case body (which may be defined as dielectric case side element 64) 
and the lid (82), and the dielectric (66) is sandwiched by the body (63, 64) and the lid 
(where the enclosure of case side and bottom elements 63, 64 and lid 82 sandwiches 
the dielectric 66, e.g. top and side). 
Claim 9: 
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Claim 9 has been amended to include " sheet * and "//cT. 

It is the position of the Examiner that the amendment of claim 9 adds no 
patentable subject matter to the claim and is still anticipated by Nishikawa et al. 

Nishikawa et al. (Fig. 32) shows an elastic layer (151) interposed between the 
conductive foil sheet (70) and the lid (82). 
Claim 10: 

Claim 10 has not been amended, thus the rejection by the prior art of Nishikawa 
et al. is maintained. 
Claim 11: 

Claim 1 1 has been amended to include " an elastic laver sandwiched between 
the fid and the case bodv: a planar conductive foil sheet sandwiched between the 
elastic laver and the case body; the dielectric having lower and upper ends that are 
respectively disposed in contact with an inner face of the case and the con ductive foil 
sheer . 

It is the position of the Examiner that the amendment of claim 1 1 adds no 
patentable subject matter to the claim and is still anticipated by Nishikawa et al. 

Nishikawa et al. shows all limitations in Fig. 32 (contained in the reasons for 
rejection of claims 6-10 above), sans the conductor rod being variable. Nishikawa et 
al. however provides an alternative embodiment in Fig. 33 where the fixed probes (87) 
of Fig. 32 are replaced by adjustable tuning 165 in Fig. 33, where the insertion depth 
tunes the resonant frequency (col. 19, lines 4-6). 
Claim 13: 



Application/Control Number: 09/881 ,235 Page 6 

Art Unit: 2817 

Claim 13 has been amended to include " having top and bottom surfaces and at 
least one side surface " and " top, bottom, and side surface ". 

It is the position of the Examiner that the amendment of claim 13 adds no 
patentable subject matter to the claim and is still anticipated by Nishikawa et al. 

Nishikawa et al. shows a dielectric " having top and bottom surfaces and at least 
one side surface " (where Figs. 12-16 show the dielectric 4 or combination of 4 and 41 
Fig. 16; where cylindrical dielectric 4 may be a square pillar shape - col. 10, lines 53-66, 
thus comprising one side surface; where the " too, bottom, and side surface " of the 
dielectric is in direct contact with the shielding conductor (e.g. conductive film) 42 - Fig 
15). 

Claim 14: 

Claim 14 has been twice amended to include " planar " and " sheet ". 

It is the position of the Examiner that the amendment of claim 14 adds no 
patentable subject matter to the claim and is still anticipated by Nishikawa et al. 

Nishikawa et al. (Figs. 31 and 32) shows a resonator using a TM mode, the 
resonator comprising: a case composed of a case body and a lid (case 81 and lid 82), a 
dielectric (66) fixed therein (the dielectric shown as fixed in the case); a case for 
housing the dielectric; an elastic layer sandwiched between the lid and the case body; 
and a " planar" conductive foil " sheet " (70) sandwiched between the elastic layer (151) 
and the case body (63, 64), wherein lower and upper ends of the dielectric (66) are 
respectively fixed to an inner face bottom of the case body (63 - Fig. 31) and the 
conductive foil (70) in contact therewith, and part of the case is constructed of 
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conductive foil and the conductive foil partly shields the dielectric electromagnetically 
(where Nishikawa et al. teaches all limitations discussed in the reasons for rejections of 
claims 6-10 above, thus the newly added subject matter to the claim is still anticipated 
by Nishikawa et al.). 
Claim 15: 

Claim 15 has been amended to include " an elastic laver sandwiched between 
the lid and the case body; a planar conductive foil sheet sandwiched between the 
elastic laver and the case body; the dielectric having lower and upper ends that are 
respectively disposed in contact with an inner face of the case and the conductive foil 
sheet; ". 

It is the position of the Examiner that the amendment of claim 14 adds no 
patentable subject matter to the claim and is still anticipated by Nishikawa et al. 

Nishikawa et al. (Figs. 31 and 32) shows the resonator comprising: a dielectric 
having a hole (Figs. 16 and 30; where outer dielectric 41 or 147 respectively has holes); 
a case (case 81 and lid 82) surrounding the dielectric (66); " an elastic laver sandwiched 
between the lid and the case body: a planar conductive foil sheet (70) sandwiched 
between the elastic laver (151) and the case body (63. 64); the dielectric having lower 
and upper ends that are respectively disposed in contact with an inner face of the case 
and the conductive foil sheet; " and a conductor rod inserted into the hole of the 
dielectric, the insertion depth of the conductor rod being variable, where a resonant 
frequency is adjusted with the insertion depth of the conductor rod into the hole (where 
Nishikawa et al. teaches all limitations discussed in the reasons for rejections of claims 
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1 1 above, thus the newly added subject matter to the claim is still anticipated by 
Nishikawa et al.). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over 

Nishikawa et al. and El-Sharawy (U.S. Patent No. 6,169,467) for reasons of rejection 

contained in the previous office action (paper no. 4 dated July 16, 2002). 

Claim 2: 

Claim 2 has not been amended, thus the rejection by the prior art of Nishikawa et 
al. and El-Sharawy is maintained. 

Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nishikawa et al. and Liang et al. (U.S. Patent No. 5,805,033) for reasons of rejection 
contained in the previous office action (paper no. 4 dated July 16, 2002). 
Claim 16: 

Claim 16 has been amended to include " a planar* and " sheet " 
It is the position of the Examiner that the amendment of claim 1 6 adds no 
patentable subject matter to the claim and is still anticipated by Nishikawa et al. The 
additional limitations of claim 16 are essentially identical to the added limitations of 
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claim 6 above with the exception of minor word changes or deletions which do not affect 
the scope of the newly added limitations. Since the newly added limitations of claim 6 
are shown to be anticipated by Nishikawa et al. above, the newly added limitations of 
claim 16 are also anticipated by Nishikawa et al. and Liang et al. contained in the 
previous office action (paper no. 4 dated July 16, 2002). 

Response to Arguments 
It is noted that corrections to the drawings have been accepted and all previous 
drawing objections and rejections of claims under 35 U.S.C. 1 12 2 nd paragraph, have 
been withdrawn. 

Applicant's arguments filed April 23, 2003 (paper no. 11) have been fully 
considered but they are not persuasive. 
Claim 1: 

It is presented that the prior art of Nishikawa et al. does not employ the structure 
as shown by the current invention, e.g. Fig. 1 . It is the position of the Examiner that 
while the resonator structures are not identical, the prior art of Nishikawa et al. 
nonetheless anticipates the newly added limitations (it is well known that air is a 
dielectric), thus claim 1 is not patentably distinct from the prior art. 
Claim 6: 

With respect to the previous rejections under 35 U.S.C. 1 12 2 nd paragraph, the 
Examiner appreciates the Applicant's amendment to clarify the "first portion" and 
"second portion", thus all previous rejections under 35 U.S.C. 112 2 nd paragraph have 
been withdrawn by the Examiner. 
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It is presented that the prior art of Nishikawa et al. is more complex than that 
shown by the current invention. It is the position of the Examiner that while the 
resonator structures are not identical, the prior art of Nishikawa et al. nonetheless 
anticipates the newly added limitations. 

As noted in the reasons for rejection of claim 6 above; "while it may be argued 
that the conductive foil 70, as shown in Fig. 32 and between elastic layer 151, 
comprises two sections or layers surrounding dielectric lid section 62, it is the position of 
the Examiner that any section of conductive foil 70, e.g. top or bottom, is planar and 
comprises a sheet, thus anticipating the newly added limitation of claim 6." 
Claim 11: 

For reasons previously discussed with respect to claims 1 and 6, it is the position 
of the Examiner that the functionality and/or structure of the current application is not 
commensurate to what is being claimed and that the structure of the current invention is 
anticipated by Nishikawa et al., thus the amendment adds no patentable subject matter 
to the claim and is still anticipated by Nishikawa et al. 
Claim 12: 

Rejection of claim 12 has been withdrawn and is found allowable over the prior 

art. 

Claim 13: 

Claim 13 introduces a top, bottom and side surface in direct contact with 
shielding conductor. It is the position of the Examiner that the newly added limitations 
are anticipated by Nishikawa et al. As noted in the reasons for rejection of claim 13 
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above, "Figs. 12 - 16 show the dielectric 4 or combination of 4 and 41 Fig. 16; where 
cylindrical dielectric 4 may be a square pillar shape - col. 10, lines 53-66, thus 
comprising one side surface; where the ( t too. bottom, and side surface " of the dielectric 
is in direct contact with the shielding conductor (e.g. conductive film) 42 - Fig 15", thus 
the amendment adds no patentable subject matter to the claim and is still anticipated by 
Nishikawa et al. 
Claim 14: 

The "planar conductive foil sandwiched between the elastic layer and the case 
body" is discussed above in the reasons for rejection of claim 6; where the "dielectric 
having lower and upper ends that are respectively disposed in contact with an inner 
face of the case and the conductive foil sheef is also discussed in the reasons for 
rejection of claim 6, thus the amendment adds no patentable subject matter to the claim 
and is still anticipated by Nishikawa et al. 
Claim 16: 

It is the position of the Examiner that the structure of the current invention is 
anticipated by Nishikawa et al. and Liang et al. where Nishikawa et al. teaches "the 
planar conductive foil sheet sandwiched between the elastic layer and the case body" 
(discussed in the reasons for rejection of claim 6 above), where Liang et al. teaches an 
interstage coupling degree adjusting member for adjusting the area of the inter-stage 
coupling window, thus the amendment adds no patentable subject matter to the claim 
and is still obvious by Nishikawa et al. and Liang et al. 

Allowable Subject Matter 
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Claim 12 is allowed. 

The following is a statement of reasons for the indication of allowable subject 
matter: 

The prior art of Nishiyama et al. does not show the elastic layer sandwiched 
between the lid and case body. The elastic layer (23, 24) is between the dielectric 
element (2) and case body (13, 14). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dean O Takaoka whose telephone number is (703) 305- 
6242. The examiner can normally be reached on 8:30a - 5:00p Mon - Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Pascal can be reached on (703) 308-4909. The fax phone numbers 
for the organization where this application or proceeding is assigned are (703) 872-9318 
for regular communications and (703) 872-9319 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0956. 



dot 

June 23, 2003 

Supervisory Patent Examiner 




